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NON-FINAL ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1 . 1 1 4, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114; Applicant's submission filed on September 1, 2006 has been entered. 

2. The terminal disclaimers filed August 9, 2006, regarding prior patent No. 6,630,416 and 
pending Application Number 10/678,720, have been entered. 

3. Applicant cancelled claims 1, 3, 6, 8, and 10-13. Applicant currently amended claims 2, 

4. 5, 7, and 9. Applicant currently added claims 14-18. Only claims 2, 4, 5, 7, 9 and 14-18 are 
pending. 

4. Rejection of claims 1-5, 7, and 9-13 under 35 U.S.C. 112, first paragraph, is withdrawn 
due to Applicant's amendment. 

5. Rejections of claims 1-3, 7, and 9-13 under 35 U.S.C. 103(a) as anticipated by Bortz, and 
of claims 7 and 10-13 under 35 U.S.C. 103(a) as anticipated by Bortz in view of Lam, et al., are 
withdrawn due to Applicant's amendment. Claims 4, 5, and 14 are still rejected by Bortz. 

Claim Objections 

6. Claim 9 is objected to because of the following informalities: the word "silicone" in the 
phrase "at least one silicon resin" is missing an "e." Appropriate correction is required. 

7. Claim 9 is objected to because the claim refers to "at least one silicone modified resin" 
and "at least one epoxy modified resin" where neither phrase is supported in the disclosure as 
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originally filed. "At least one silicone modified resin" is interpreted to indicate a resin modified 
by silicone and "at least one epoxy modified resin" is interpreted to indicate a resin modified by 
epoxy. 

In the disclosure as originally filed, there is support for "at least one modified silicone 
resin" and "at least one modified epoxy resin" (paragraph 0047). For the purpose of examination 
at this time, Examiner will interpret the claim as the fibrous material impregnated with at least 
one modified silicone resin or at least one modified epoxy resin. 

Appropriate corrections are required. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 2, 4, 7, 9, 14-16, and 18 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Lam, U.S. Patent No. 6,001,750. 

The Lam reference teaches a fibrous base material comprising a primary layer of less 
fibrillated aramid fibers, carbon particles, carbon fibers, phenolic novoloid fibers, and at least 
one filler material and optionally cotton fibers, and a secondary layer of carbon particles on at 
least one surface of the fibrous base material, wherein the fibrous base material is impregnated 
with a phenolic resin or a modified phenolic resin blend (Abstract). An embodiment of the 
fibrous based material comprises about 10 to about 50% by weight of less fibrillated aramid 
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fiber, about 5 to about 25% carbon fibers, about 0 to about 10% cotton fibers, about 0.5 to about 
5% phenolic novoloid fibers, about 15 to about 35% by weight of filler material, and about 5 to 
about 20% by weight of carbon particles (column 1 0, lines 40-46). The total fiber percentage 
and the filler percentage read on the claimed ranges. The reference teaches air voids of at least 
about 50% and in certain embodiments at least about 60% or higher (column 8, lines 38-41). 
Therefore, the limitations of independent claim 14 are met. 

Regarding claim 2, the fibrous base material may comprise about 80% by weight fibers 
and about 20% by weight of filler as set forth above. 

Regarding claim 4, the reference suggests that the fibrous base material is a nonwoven 
(Abstract). 

Regarding claim 7, the fibrous base material may have an average pore diameter from 
about 2 to about 15 microns (column 8, lines 35-37). 

Regarding claim 9, the fibrous base material may be impregnated with a phenolic or 
modified phenolic resin (column 7, lines 64-67). 

Regarding claim 15, the fibers are less fibrillated aramid fibers (Abstract). 

Regarding claim 16, the claimed less fibrillated aramid fiber percentage and filler 
percentage are within the percentage ranges disclosed in the reference as set forth above. 
Additionally, the claimed cotton fiber percentage and the carbon fiber percentage overlap the 
percentage ranges in the reference as set forth above as well. Since the claimed ranges are either 
disclosed within the reference or overlap the ranges disclosed in the reference, the reference is 
deemed to anticipate the claimed ranges. 
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Regarding claim 18, the fibrous base material includes about 40 to about 65% by weight 
of the resin which overlaps the claimed range (column 6, lines 29-32). Therefore, the reference 
is deemed to anticipate the claimed ranges. 

10. Claims 2, 4, 7, 9, 14-18 are rejected under 35 U.S.C. 102(b) as being anticipated by Lam, 
U.S. Patent No. 6,130,176. 

The Lam reference teaches a fibrous base material comprising less fibrillated aramid 
fibers, carbon particles, cotton fibers carbon fibers, and at least one filler material, wherein the 
fibrous base material may be impregnated with a phenolic resin or a phenolic-base resin material 
(Abstract). An embodiment of the fibrous based material comprises about 10 to about 50% by 
weight of less fibrillated aramid fiber, about 2 to about 15% carbon fibers, about 5 to about 20% 
cotton fibers, about 10 to about 35% by weight of filler material, and about 10 to about 35% by 
weight of carbon particles (column 8, line 63 to column 9, line 2). The total fiber percentage and 
the filler percentage read on the claimed ranges. The reference teaches air voids of at least about 
50% and in certain embodiments at least about 60% or higher (column 7, lines 46-50). 
Therefore, the limitations of independent claim 14 are met. 

Regarding claim 2, the fibrous base material may comprise about 80% by weight fibers 
and about 20% by weight of filler as set forth above. 

Regarding claim 4, the reference suggests that the fibrous base material is a nonwoven 
(Abstract). 

Regarding claim 7, the fibrous base material may have an average pore diameter from 
about 2 to about 15 microns (column 7, lines 44-46). 
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Regarding claim 9, the fibrous base material may be impregnated with a phenolic or 
modified phenolic resin (column 7, lines 64-67). 

Regarding claim 15, the fibers are less fibrillated aramid fibers (Abstract). 

Regarding claim 1 6, the claimed less fibrillated aramid fiber percentage, the cotton fiber 
percentage, and filler percentages are within the percentage ranges disclosed in the reference as 
set forth above. Additionally, the claimed carbon fiber percentage overlaps the percentage range 
in the reference as set forth above as well. Since the claimed ranges are either disclosed within 
the reference or overlap the ranges disclosed in the reference, the reference is deemed to 
anticipate the claimed ranges. 

Regarding claim 17, the claimed less fibrillated aramid fiber percentage and filler 
percentage are within the percentage ranges disclosed in the reference as set forth above. 
Additionally, the claimed cotton fiber percentage and the carbon fiber percentage overlap the 
percentage ranges in the reference as set forth above as well. Since the claimed ranges are either 
disclosed within the reference or overlap the ranges disclosed in the reference, the reference is 
deemed to anticipate the claimed ranges. 

Regarding claim 18, the fibrous base material includes about 40 to about 65% by weight 
of the resin which overlaps the claimed range (column 5, lines 42-45). Therefore, the reference 
is deemed to anticipate the claimed ranges. 

Claim Rejections - 35 USC § 103 
1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 4, 5, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bortz, 
U.S. Patent No. 5,646,076. 

The Bortz reference teaches friction material composites comprising a nonwoven textile 
component impregnated by a polymer resin (Abstract and column 5, lines 14-17). Regarding 
claim 14, the nonwoven component contains staple fibers (column 5, lines 4-9) formed into a 
nonwoven carded web. In one embodiment, filler may be dispersed on or coformed with the 
carded web in proportions less than 50% by weight and preferably less than 40% by weight of 
the resulting combination of fibers and fillers (column 5, lines 25-32), which encompasses the 
range claimed by Applicant. Therefore, it would have been obvious for one of ordinary skill in 
the art to optimize the amount of the particulate material within the disclosed range. In re Bosch, 
205 USPQ 215 (CCPA 1980). The reference further teaches a void volume of more than 30% 
and preferably more than 50% (column 10, lines 54-64). 

The reference does not specifically disclose a fiber percentage for the nonwoven textile 
component. The reference does teach that a carrier or needlable non-carbonized or graphitized 
fiber type is included in a certain embodiment comprising greater than 20% and preferably 
greater than approximately 30% by weight of the total fibers used (column 7, lines 21-35) which 
reads on the claimed fiber range. Additionally, since the intended environment for the friction 
material predicates the fibrous composition (column 6, line 69 to column 7), and the intended 
environments or uses are varied, the proportions appear to be within the ordinary level of skill of 



Application/Control Number: 10/678,725 Page 8 

Art Unit: 1771 

one in the art, whom the reference indicates will determine functional and preferred ranges. In re 
Alter, 105 USPQ 233 (CCPA 1955). Therefore, the limitations of independent claim 14 are met. 

Regarding claim 4, the friction material is a nonwoven as set forth above. 

Regarding claim 5, the reference mentions that woven forms of the textile material are 
known, although not preferred by some (column 2, lines 41-53). An embodiment need not be 
preferred in order to meet claim limitations. 

Response to Arguments 
13. In view of Applicant's amendments, the prior rejections are withdrawn. Applicant's 
arguments with respect to the rejection of claims 1-3, 7, and 9-13 under Bortz have been 
considered but are moot in view of the further prior art search by the current Examiner and 
subsequent new grounds of rejection. Applicant's arguments are collectively inapplicable at this 
time. However, as to Applicant's central arguments that Bortz is silent as to the amount of fiber 
and filler used, in addition to not disclosing the void volume claimed, Examiner respectfully 
disagrees. The only limitations claimed in independent claim 14 require about 75% to 85% 
fibers, about 15% to 25% fillers, an average voids volume from about 50% to about 85%, and 
impregnating the fibrous material with a resin. As Bortz discloses, the friction material contains 
only fibers and optionally fillers, impregnated by a polymer resin (Examples I-V, column 12, 
line 3 to column 14, line 50; column 5, lines 25-32; column 5, lines 14-17). 

The carrier or needlable non-carbonized or graphitized fiber type is included in a certain 
embodiment comprising greater than 20% and preferably greater than approximately 30% by 
weight of the total fibers used (column 7, lines 21-35) which reads on the claimed fiber range. 
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The filler may be dispersed on or coformed with the carded web in proportions less than 50% by 

weight and preferably less than 40% by weight of the resulting combination of fibers and fillers 

(column 5, lines 25-32), which encompasses the range claimed by Applicant. The reference 

further teaches a void volume of more than 30% and preferably more than 50% (column 10, lines 

54-64). The Bortz reference teaches friction material composites comprising a nonwoven textile 

component impregnated by a polymer resin (Abstract and column 5, lines 14-17). 

« 

Terminal Disclaimer 

14. The terminal disclaimer filed on August 9, 2006, disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of Application 
No. 10/678/720 and U.S. Patent No. 6,630,416 has been reviewed and is accepted. The terminal 
disclaimer has been recorded. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Y. Choi whose telephone number is (571) 272-6730. The 
examiner can normally be reached on Monday - Friday, 08:00 - 15:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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